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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

 

 

X/OPEN COMPANY LIMITED, 

 

           Opposer,      Opposition No.:  91122524 

 

vs.       Application Serial No.:  75/680,034 

 

WAYNE R. GRAY,      Mark:  INUX 

 

           Applicant. 

________________________________________/ 

 

 

APPLICANT’S COMBINED MOTION AND BRIEF TO RESUME 

THE OPPOSITION PROCEEDING AND RESET THE SCHEDULE 
 

Applicant Wayne R. Gray (herein "Mr. Gray"), by and through his undersigned counsel, 

hereby moves to re-set the schedule in this opposition, and extend the time for discovery an 

additional five (5) months to enable Mr. Gray's introduction of dispositive new material evidence 

into this opposition.
1
 Grounds for this motion are given below. This opposition was suspended on 

July 17, 2007 pending final determination of a certain civil action before the United States District 

Court, Middle District of Florida, Tampa Division (herein "District Court")  between the parties 

hereto, which case was styled Wayne R. Gray v. Novell, Inc., The SCO Group, Inc. and The X/Open 

Company Limited
2
 (herein Gray v. Novell et al.), and the suspension was extended for the related 

appeal before The United States Court of Appeals for the Eleventh Circuit (herein "Eleventh 

Circuit").  Those actions are now final, and Mr. Gray did not prevail.   

Basically, Mr. Gray has discovered dispositive new material evidence that was introduced 

in the case styled The SCO Group, Inc. v. Novell, Case No. 2:04cv00139, Utah Dist.. (herein "SCO 

                                                 
1
 Mr. Gray informed the TTAB and X/Open in January, 2004 that the issues in the related case SCO v. Novell 

include UNIX trademark ownership in his "Amended Motion and Combined Brief to Present Second 

Amended Answer, Affirmative Defenses, and Counterclaim," in ¶2 at page 3, ¶4 at page 5, and ¶1 at page 6, 

herein as Dkt. No. 32. 
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v. Novell"). Because this new evidence was not available to the District Court or Eleventh Circuit 

Appeals Court, and because the District Court did not consider or rule on lawful UNIX goodwill 

ownership, Mr. Gray requests that this opposition proceeding be resumed and the discovery period 

reset to provide sufficient time to introduce the dispositive new material
3
.  

BACKGROUND: 

On October 20, 2006 Mr. Gray filed an action styled Gray v. Novell, et al., Case No. 06-

01950, before the United States District Court, Middle District of Florida, claiming, inter alia, the 

following: 

1. Novell, Inc. (herein "Novell") sold its entire UNIX business, UNIX trademark at issue here 

and associated goodwill to Santa Cruz Operation, Inc. (herein "Santa Cruz") in a September 

19, 1995 Novell-SCO UNIX Business Asset Purchase Agreement ("APA");
4
 

 

2. Novell and X/Open Company, Limited (herein "X/Open") knew that Novell did not 

lawfully own the UNIX business, UNIX trademarks or goodwill in November, 1998 when 

it (Novell) purportedly assigned the UNIX business, UNIX trademarks and associated 

goodwill to X/Open; and 

 

3. The June, 1999 recordation of the false Novell-X/Open November, 1998 UNIX trademarks 

Assignment Agreement (herein "November, 1998 Assignment") was willful fraud upon the 

USPTO, and the UNIX trademarks should therefore be canceled.   

 

In essence, Mr. Gray’s claim was that X/Open did not and does not legally own the UNIX 

trademark.  On July 17, 2007 this Opposition was stayed (herein as Dkt. 74) pending the disposition 

of Gray v. Novell, et al.   

On February 20, 2009, the District Court in Florida ruled that X/Open lawfully owned the 

UNIX trademarks in 2001 when it filed its opposition to Mr. Gray's iNUX trademark registration, 

because: (1) X/Open was the exclusive UNIX Trademark licensee pursuant to the terms revealed in 

a heavily redacted and untitled May 10, 1994 Novell-X/Open Agreement (herein "May 10, 1994 

                                                                                                                                                    
2
 Novell, Inc., The SCO Group, Inc., and The X/Open Company Limited are herein referred to as Novell, 

SCO, and X/Open respectively. 
3
 In addition, another opposition exists between the parties herein, No. 91176820, regarding the related mark 

UNIXWARE, and Mr. Gray is considering filing a motion to consolidate these two oppositions since the core 

issues are so closely related. 
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Agreement"); (2) that Novell and not Santa Cruz, pursuant to a heavily redacted September 1996 

Novell-Santa Cruz-X/Open Confirmation Agreement (herein "September 1996 CA"), lawfully 

owned  the UNIX Trademarks at issue here in and after 1996; and (3) that Novell lawfully 

transferred the UNIX trademarks to X/Open in November 1998.
5
  

The Florida District Court did not consider or rule on who lawfully owned the UNIX 

business or goodwill associated with the UNIX trademarks in and after 1996.   

On January 7, 2011, the Eleventh Circuit, in Appeal No. 06-11374, issued its Ruling 

affirming the Florida District Court's ruling, and Final Judgment was entered on February 10, 

2011.
6
  

On August 24, 2009, the Tenth Circuit Appeals Court, in The SCO Group, Inc. v. Novell, 

(herein "SCO v. Novell Appeal") Appeal No. 08-4217, issued its ruling, stating that the basis of the 

case SCO v. Novell (in Utah), is the broad issue of what intellectual property transferred from 

Novell to Santa Cruz pursuant to the 1995 APA as amended, stating as follows:
7
  

This case primarily involves a dispute between SCO and Novell regarding the 

scope of intellectual property in certain UNIX and UnixWare technology and other 

rights retained by Novell following the sale of part of its UNIX business to Santa 

Cruz, a predecessor corporate entity to SCO, in the mid-1990s. (emphasis added) 

 

On August  3, 2010, Mr. Gray filed a Rule 59 and 60 Motion for Reconsideration and 

Relief of the District Court's February 20, 2009 Order (therein as Doc. 161) and June 28, 2010 

Attorneys' Fees Order (therein as Doc. 218). Therein Mr. Gray offered substantial dispositive new 

material evidence to the District Court that was unavailable to Mr. Gray earlier in the proceeding, 

and thus unavailable to the District Court prior to its February 20, 2009 ruling. This new evidence 

                                                                                                                                                    
4
 The term “UNIX trademarks” shall refer, collectively, to Serial No. 73537419 (Reg. No. 1390593) and 

Serial No. 73544900 (Reg. No. 1392203), respectively, for the “UNIX” trademarks registered by AT&T in 

1986.  
5
 District Court's February 20, 2009 Ruling, Dkt. No. 161 in Gray v. Novell, et al. The Florida District Court 

had before it only the heavily redacted versions of the untitled May 10, 1994 Agreement and the September 

1996 CA.  
6
 Eleventh Circuit Court's January 7, 2011 Ruling, in the Gray v. Novell, et al. appeal.  

7
 Tenth Circuit Appeals Court Ruling, in Appeal No. 08-4217, dated August 24, 2009, in ¶ 1 at 2, and in ¶ 3 at 

3, hereto in relevant part as Exhibit No. 1. 
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includes Novell's and The SCO Group, Inc.'s (herein "SCO") sworn trial testimony in the March, 

2010 SCO v. Novell jury trial.
8
   

The March 2010 SCO v. Novell jury trial testimony includes admissions, evidence, and 

sworn statements by Novell and Santa Cruz (as SCO's predecessor in interest) executives, in-house 

counsel and outside counsel with first-hand knowledge of Santa Cruz's lawful UNIX trademarks 

ownership pursuant to the 1995 APA as amended, and SCO's continuing ownership at least to 2005. 

In their sworn testimony the witnesses unanimously agree and state that Novell and SCO have 

known since 1996 that Novell transferred its entire UNIX business, UNIX trademarks and 

associated goodwill to Santa Cruz in December, 1995 pursuant to the 1995 APA, and that Novell 

by non-compete contract terms was prohibited from remaining in or re-entering the UNIX business 

thereafter. They also testified that Santa Cruz/SCO’s continuing UNIX trademark rights ownership 

was required for it to operate its UNIX business. Thus, Novell and SCO, under oath, confirmed that 

all of X/Open's UNIX trademark and licensing representations and arguments in the Florida District 

Court and Eleventh Circuit Court, and here before the USPTO, are completely and flagrantly false. 

Mr. Gray's motion was denied on February 15, 2011, and thus this dispositive new material 

evidence of SCO's lawful UNIX trademark ownership in 2001 and X/Open's knowing and willful 

fraud upon the USPTO was not available to or considered by the federal courts.  

This opposition, and the case Gray v. Novell, et al that was before the Florida District Court 

and Eleventh Circuit Appeals Court, mostly rely on the answer to two simple questions:  

1. Did Novell lawfully own and transfer the UNIX trademarks, associated goodwill and its 

UNIX business to X/Open in November, 1998, as Novell and X/Open represented to the 

USPTO in the Novell-X/Open June, 1999 UNIX trademarks Assignment recordation?   

 

2. If not (as the evidence now irrefutably confirms), was that false representation fraud upon 

the USPTO, and thus grounds for UNIX trademark cancellation?  

 

The Florida District Court, and the Eleventh Circuit affirmed, that the answer is yes to the 

trademark ownership part of question #1 without considering lawful UNIX goodwill and business 

                                                 
8
  In about 2001 SCO purchased the entire UNIX business and intellectual property assets of Santa Cruz that 
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ownership, and with no availability to the Novell's and SCO's March 2010 sworn trial testimony, 

trial evidence and related documents. That testimony and documents make it irrefutably clear that 

both Novell and SCO never disputed, and stipulated to, in SCO v. Novell, the following: 1) Santa 

Cruz/SCO (not X/Open) lawfully owned Novell's entire UNIX business, and UNIX trademarks and 

associated goodwill after 1995 pursuant to the 1995 APA as amended; 2) Novell was specifically 

prohibited from remaining in or re-entering the UNIX business after 1995, and 3) Novell never 

lawfully owned and never intended to own the UNIX trademarks and/or associated UNIX goodwill 

after 1995.  

DISCUSSION: 

 Mr. Gray has identified certain documents that have relatively recently become 

available and that were not available to the Florida District and Eleventh Circuit Courts, and these 

documents along with the March 2010 SCO v. Novell jury trial testimony, undisputedly identify and 

define with absolute clarity the UNIX Trademarks and goodwill chain-of-title, and are dispositive 

that: 1) Novell never owned the UNIX Trademarks, goodwill or any UNIX business after 1995; 2) 

Novell was prohibited by non-compete contract terms from remaining in or re-entering the UNIX 

business; 3) the November, 1998 Assignment Agreement is a knowingly false document; 4) Novell 

and X/Open knew then and know now that the June, 1999 recordation of the false November, 1998 

Assignment Agreement was knowing and willful fraud upon the USPTO; 5) X/Open does not now, 

and has never, lawfully owned the UNIX trademarks or goodwill; and 6) X/Open was in 1994, and 

is now, a bare UNIX trademark licensee. These documents, among others, include the following:   

� May 10, 1994 untitled Novell-X/Open Agreement (unredacted version). 

� May 14, 1994 Novell-X/Open Agreement identified and titled as the "May 14, 1994 

NOVELL-X/OPEN Trademark Relicensing Agreement (herein “May 14, 1994 

Agreement”). 

� September 18, 1995 Novell Board of Directors Meting Minutes.  

� September 19, 1995 Novell-Santa Cruz UNIX Business Asset Purchase Agreement 

("APA"). 

� October 18, 1995 Novell Worldwide Sales Director of UNIX Products Larry Bouffard 

email.  

                                                                                                                                                    
it owned pursuant to the 1995 APA. 



 

6

� November 16, 1995 Peat Marwick LLC, APA opinion Letter.  

� December 6, 1995 Santa Cruz-Novell Technology License Agreement (herein "TLA").  

� February, 1996 X/Open-Open Software Foundation (herein "OSF") merger agreement. 

� September, 1996 Novell-Santa Cruz-X/Open Confirmation Agreement (herein 

"September, 1996 CA") (unredacted version). 

� October 16, 1996 Amendment No. 2 to the APA.   

� January 31, 1997 Santa Cruz antitrust complaint against Microsoft Corporation. 

� November 13, 1998 Novell-X/Open UNIX Trademark Assignment Agreement.  

� June 22, 1999 USPTO Recordation of the false 1998 UNIX Trademark Assignment. 

� August 3, 2005 SCO Declaration letter to the USPTO.   

� March, 2010 Jury Trial Testimony in SCO v. Novell, Case No. 2:04cv00139, Utah Dist.   

 

The material facts revealed in these documents and trial testimony support Mr. Gray's 

UNIX trademark fraud claims, and most were not available to or before the Florida District Court 

or Eleventh Circuit.  For example:  

The May 10, 1994 untitled Novell-X/Open Agreement, in Section IX at pages 18-19 

(identified by X/Open as UNIX 000046-UNIX 000047), clearly identifies severe restrictions to 

X/Open's rights to assign that licensing agreement, and confirms X/Open's status as merely a bare 

licensee. These restrictive licensee terms were not in the heavily redacted version of this document 

and therefore were not available to, and thus not before the Florida District Court or Eleventh 

Circuit Court.
9
  

SCO confirmed in Gray v. Novell et, al, and SCO's former CEO Mr. Darl McBride on 

September 17, 2009 confirmed to Mr. Gray, the existence of the May 14, 1994 Agreement, which 

                                                 
9
 The heavily redacted May 10, 1994 Agreement, as available to the Florida District Court and Eleventh 

Circuit Court, is included herewith in relevant part as Exhibit No. 2. The unredacted May 10, 1994 

Agreement (identified as X/Open evidence document Bates stamped UNIX000029-UNIX000051) is 

considered confidential by Opposer, and Mr. Gray will file it under seal when a protective order is entered. 

That document identified certain rights restrictions that are fatal to any “exclusive” trdemark licensee claims. 

The right to dispose of an asset is an important incident of ownership, and substantial restrictions on that right 

is a strong indicator that the agreement does not grant … all substantial rights. Sicom Sys. Ltd. v. Agilent 

Techs., Inc., 427 F.3d 971, 976, 979 (Fed. Cir. 2005); Intellectual Prop. Dev., Inc. v. TCI Cablevision of Cal., 

Inc., 248 F.3d 1333, 1345 (Fed. Cir. 2001); Abbott Labs. v. Diamedix Corp., 47 F.3d 1128, 1130, 1132 (Fed. 

Cir. 1995). In fact, the court in Sicom Systems referred to the restraint on transferability of the rights under 

the agreement as “fatal” to the argument that the agreement transferred all substantial rights in the patent. 427 

F.3d at 979.   

Even if an entity has been granted an “exclusive license,” that designation or characterization is not 

controlling.  It does not mean that the purported licensor conveyed “all substantial rights” to the purposed 

licensee in that document.  See Intellectual Property Dev., Inc. v. TCI Television of Cal., Inc., 248 F.3d 1333, 

1334 (Fed. Cir.2001). To be considered an exclusive licensee, the licensee must have received from the 
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by its title suggests it supersedes the untitled May 10, 1994 Agreement, but that document was 

never available to the courts. 

As SCO and Novell testified in the March, 2010 SCO v. Novell jury trial, the 1995 APA 

confirms Novell transferred its entire UNIX business, UNIX trademarks and associated goodwill to 

Santa Cruz in fact and by operation of federal trademark law on December 6, 1995, because the 

APA includes the following terms and provisions:
10

  

1. the 1995 APA in Article I, Section 1.1(a), at pages 1-2, confirms that “Seller 

[Novell] will sell, convey, transfer, assign and deliver to Buyer [Santa Cruz] and 

Buyer will purchase and acquire from Seller on the Closing Date (as defined in 

Section 1.7), all of Seller's right, title and interest in and to the assets and properties 

of Seller relating to the [UNIX and UnixWare] Business”; (emphasis supplied) 

 

2. the 1995 APA in Article II, Section 2.11(b), at pages 11-12, entitled “Title to 

Properties; Absence of Liens and Encumbrances,” states Novell’s UNIX assets are 

free and clear of any encumbrances or pledges;  

 

3. the 1995 APA in Section 1.6, at page 5, includes a non-compete provision 

prohibiting Novell from remaining in or re-entering the UNIX business after 

December 6, 1995;  

 

4. Item I. of Schedule 1.1(a) to the APA, at page 1, states Novell's entire UNIX 

business transferred to SCO's predecessor Santa Cruz "without limitation"; 

 

5. Item III. of Schedule 1.1(a) to the APA, at page 2, states all of Novell's UNIX 

trademark licenses transferred to Santa Cruz "without limitation"; 

 

6. Item V. of Schedule 1.1(a) to the APA, at page 3, specifically identifies the UNIX 

trademarks as transferring assets; and Item V. of Schedule 1.1(b) to the APA, at 

page 2, is consistent as it specifically identifies the UNIX trademarks as assets that 

are NOT excluded from transfer to Santa Cruz;
11

 

 

7. Attachment C to the APA Seller [Novell] Disclosure Schedule, at page 9, 

specifically identifies the UNIX trademarks at issue here as transferring assets, and 

                                                                                                                                                    
licensor “all substantial rights” to the intellectual property in question. Ultrapure Systems, Inc. v. Ham-Let 

Group, supra. 
10

 1995 APA hereto in relevant part as Exhibit No. 3. Novell, X/Open and SCO have never produced any 

evidence to any court as to how the UNIX trademarks and associated goodwill lawfully transferred back to 

Novell after 1995; and, considering Novell’s non-compete agreements in 1995 to never re-enter the UNIX 

business, have never produced any evidence as to what UNIX business Novell was in that it purportedly 

transferred to X/Open in 1998. 
11

 Schedule 1.1(a) to the APA titled "Assets" identified the UNIX trademarks as assets transferring to Santa 

Cruz in Section V. titled "Intellectual Property" at page 3, hereto in relevant part as Exhibit No. 4. Schedule 

1.1(b) to the APA titled "Excluded Assets" identified the UNIX trademarks as assets NOT excluded from 

transfer to Santa Cruz in Section V. titled "Intellectual Property" at page 3, hereto in relevant part as Exhibit 

No. 5.  
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Attachment G thereto specifically identifies the May 10, 1994 Agreement as a 

transferring asset, and terminable in the event of X/Open's acquisition;
12

 

 

8. The APA December 6, 1995 Bill of Sale execution transferred Novell's entire 

UNIX business, UNIX trademarks and associated goodwill to Santa Cruz; and
13

 

 

9. The October 16, 1996 Amendment No. 2 to the APA confirmed Santa Cruz's 

UNIX trademark and goodwill ownership was required for its UNIX business.
14

    

 

The 1995 APA and its related Santa Cruz-Novell December 6, 1995 Technology Licensing 

Agreement (herein "TLA") both include UNIX business non-compete terms that prohibit Novell 

from remaining in or re-entering the UNIX business, providing in part the following:
15

   

(Section 1.6 of the APA): Seller agrees that it shall use the Licensed Technology 

only (i) for internal purposes without restriction or (ii) for resale in bundled or 

integrated products sold by Seller which are not directly competitive with the core 

products of Buyer and in which the Licensed Technology does not constitute a 

primary portion of the value of the total bundled or integrated product.
16

  

 

(Section II.A.(2) of the TLA): This license was subject to the following limitation: 

“provided, however, that (i) such technology and modifications may be sublicensed 

and/or distributed by NOVELL solely as part of a bundled or integrated offering 

(“Composite Offering”); (ii) such Composite Offering shall not be directly 

competitive with core application server offerings of SCO, (emphasis added)
17

  

                                                 
12

 The Seller [Novell] Disclosure Schedule to the 1995 APA identifies the UNIX trademarks at page 9 in 

Attachment C thereto, and identifies in Attachment G the terminable, non-exclusive Novell-X/Open May 10, 

1994 UNIX trademark license as assets transferring to Santa Cruz, see Exhibit No. 6 hereto. 
13

 Novell and Santa Cruz executed the APA Bill of Sale on December 6, 1995, hereto as Exhibit No. 7.   
14

 October 16, 1996 Amendment No. 2 to the APA, hereto as Exhibit No. 8  
15

 Novell was prohibited from remaining in or re-entering in the UNIX business after December 6, 1995 and 

therefore could NEVER lawfully own UNIX goodwill and thus NEVER lawfully own the U.S. UNIX 

trademarks after that sale; 15 U.S.C. § 1060(a); "A registered mark or a mark for which application to register 

has been filed shall be assignable with the goodwill of the business in which the mark is used, or with that 

part of the goodwill of the business connected with the use of and symbolized by the mark."; “[I]t is well-

settled law that “the transfer of a trademark or trade name without the attendant good-will of the business 

which it represents is, in general, an invalid, “in gross” transfer of rights.”” Int’l Cosmetics Exchange, Inc. v. 

Gapardis Health & Beauty, Inc., 303 F.3d 1242, 1246 (11th Cir. 2002) (quoting Berni v. Int’l Gourmet Rest. 

of Am., 838 F.2d 642, 646 (2d Cir. 1988)). Without the appurtenant goodwill, Novell could not legally hold 

the U.S. UNIX trademarks for later transfer to X/Open. United Drug Co. v. Theodore Rectanus Co., 248 U.S. 

90, 97, 39 S.Ct. 48, 50, 63 L.Ed. 141 (1918) (“There is no such thing as property in a trademark except as a 

right appurtenant to an established business or trade in connection with which the mark is employed.”). 
16

 SCO, in SCO v. Novell, identified the non-compete provisions and defined its core business as: "The “core 

products” and “core application server offerings” referenced in the APA and TLA, respectively, refer to the 

UNIX and UnixWare operating systems owned by Santa Cruz upon the [December 6, 1995] closing date." 

SCO brief titled "Memorandum in Opposition to Novell’s Motion for Partial Summary Judgment on SCO’s 

Noncompete Claim in its Second Claim for Breach of Contract and Fifth Claim for Unfair Competition" in 

Section Nos. 7-10 at pages 3-4, SCO v. Novell Dkt. No. 301, hereto in relevant part as Exhibit No. 9. 
17

 December 6, 1995 Technology License Agreement ("TLA") in Section II.A.(2) at page 2. Exhibit No. 162 

in the SCO v. Novell jury trial, entered into evidence on March 9, 2010, hereto as Exhibit No. 10. Also as 

Exhibit 4 to Dkt. No. 260 in SCO v. Novell. 



 

9

 

The 1996 Confirmation Agreement apparently deals with X/Open's bare UNIX trademark 

licensee status, as identified and defined by the Sicom Court, wherein Santa Cruz acknowledges 

severe restrictions to X/Open's licensee assignment rights.
18

 See redacted version, Exhibit 11 

hereto. 

 Well after 1995, Santa Cruz in its January 31, 1997 antitrust complaint against Microsoft 

Corporation confirms that it (Santa Cruz) is the sole owner of UNIX, that it needs no UNIX license 

from anyone, and that would include X/Open. 

 In March 2010 the SCO v. Novell jury trial was held concerning what UNIX intellectual 

property transferred from Novell to Santa Cruz/SCO pursuant to the 1995 APA as amended. In that 

trial, Novell and SCO executives and counsel directly involved in the drafting and wording and 

terms of the 1995 APA and Amendments testified under oath that the 1995 APA as amended 

transferred Novell's entire UNIX business, and the UNIX and UnixWare trademarks with the 

associated goodwill to Santa Cruz. Even as X/Open and Novell made knowingly false UNIX 

trademark exclusive licensee and ownership representations to the Florida District Court, counsel 

for Novell and SCO continue to testify under oath that Novell never owned the UNIX trademarks, 

associated goodwill or UNIX business after 1995, and was prohibited from remaining in or re-

entering the UNIX business.
19

  For example:  

Mr. Sterling Brennan, counsel for Novell, in trial opening statements on March 9, 2010 in 

                                                 
18

 The heavily redacted September, 1996 Confirmation Agreement, as available to the Florida District and 

Eleventh Circuit Courts, is hereto as Exhibit No. 11. The unredacted 1996 Confirmation Agreement Mr. Gray 

will file under seal when a protective order is entered.  The unredacted 1996 Confirmation Agreement was 

also filed by X/Open as a confidential document in this proceeding on February 24, 2005 as Exhibit "A" to its 

pending emergency protective order motion, and also identified as X/Open evidence document Bates stamped 

UNIX000132-UNIX000135.  

The unredacted 1996 Confirmation Agreement is material evidence as to the following: 1) the parties 

intent to commit fraud upon the USPTO; 2) X/Open’s severely restricted UNIX trademark rights and thus 

status as a bare licensee only; 3) Santa Cruz/SCO’s intentional UNIX trademarks ownership abandonment in 

or prior to September, 1996, because of its willful intent not to use, or enforce use of, its trademarks; and 4) 

Santa Cruz/SCO’s intentional UNIX trademark abandonment by knowing and willful naked trademark 

licensing, because it deliberately did not supervised X/Open’s UNIX trademark license since in or prior to 

September 1996. 
19

 Counsel for Novell and SCO in SCO v. Novell are the same counsel as in Gray v. Novell, et al.  
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open court admits the amended APA wording and terms transferred Novell's UNIX and UnixWare 

trademarks to Santa Cruz in 1995, stating as follows:
20

  

Well, let's look at schedule 1.1(a) to see what assets were and weren't sold. … Under 

intellectual property, and intellectual property comprises things like copyrights, 

patents, trademarks, this is the description of what Novell sold in terms of copyrights 

or other intellectual property interests to Santa Cruz. It says this, trademarks -- not 

copyrights, trademarks -- which are completely different than copyrights -- the 

trademarks UNIX and UnixWare as to the extent held by seller for Novell. So the 

complete description of the intellectual property, whether copyrights, patents or 

trademarks, were just two things, the UNIX trademark and the UnixWare trademark. 

That is the entire description of the intellectual property.  

*** 

Well, let's look at the asset purchase agreement. This now is schedule 1.1(b) entitled 

excluded assets.  

*** 

And it continues, and all trademarks are excluded except for two. What trademarks 

were not excluded? Well, we looked at it before, UNIX and UnixWare trademarks. 

That lines up completely with the list of included assets. There is a perfect symmetry. 

The agreement says here's what is being sold, the intellectual property, only two 

things, trademarks for UNIX and UnixWare. We've looked at the next schedule, what 

is excluded, everything, all copyrights are excluded, and all trademarks are excluded 

except for two, UNIX and UnixWare. It lines up perfectly. (emphasis supplied)  

 

Mr. Robert J. Frankenberg, Novell CEO in 1995, testified on March 9, 2010 that the APA 

wording and terms transferred Novell's entire UNIX business and UNIX trademarks to Santa Cruz 

in 1995. In response to questions concerning the amended APA, Mr. Frankenberg stated it was his 

intent to, and all business decisions in and after 1995 were consistent with, transferring Novell’s 

entire UNIX and UnixWare businesses, along with its UNIX trademarks to Santa Cruz, testifying as 

                                                 
20

 March 9, 2010 certified trial transcript, see Mr. Brennan’s statements at pages 68-70, Dkt No. 855-2 in 

SCO v. Novell, Case No. 2:04cv00139, Utah Dist., hereto in relevant part as Exhibit No. 12; Novell 

confirmed in SCO v. Novell that the UNIX trademarks that transferred to Santa Cruz in 1995 were the UNIX 

trademarks it owned as identified in Attachment C to its APA Seller Disclosure Schedule, stating  the 

following: "Novell will retain all of its patents, copyrights and trademarks (except for the trademarks UNIX 

and UnixWare)" it its September 18, 1995 (Novell's) Board of Director Meeting minutes. "Declaration of 

[Novell General Counsel] David Bradford" in Section Nos. 13-14 at pages 3-4, Dkt. No. 279 in SCO v. 

Novell, hereto in relevant part as Exhibit No. 13. September 18, 1995 Novell Board of Director Meeting 

Minutes in ¶5 at page 2, as Exhibit A to "Declaration of Kellie Carlton in Support of Novell, Inc.'s Motion to 

Dismiss," SCO  v. Novell Dkt. No. 57 (Exhibit A) ), also as Exhibit No. Z3 in the SCO v. Novell March, 2010 

jury trial, entered into evidence on March 9, 2010), hereto in relevant part as Exhibit No. 14; and Novell 

stating: "The APA did transfer UNIX and UnixWare trademarks to Santa Cruz (to the extent owned by 

Novell)," (emphasis added). Novell brief titled "Memorandum in Support of Novell’s Opposition to SCO’s 

Motion for Partial Summary Judgment on SCO’s First, Second, and Fifth Causes of Action and for Summary 

Judgment on Novell’s First Counterclaim" in ¶2 at page 56, SCO v. Novell Dkt. No. 292, filed May 14, 2007, 

hereto in relevant part as Exhibit No. 15. The material and dispositive nature of this evidence that was not 
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follows:
21

 

Q. With respect to the UNIX business, Mr. Frankenberg, was it your intent to sell that 

business in its entirety? 

A. Yes.    

***  

Q. …Would you have transferred the UNIX customers to the buyer if you were not 

selling the entire UNIX business? 

A. No. 

Q. Did all of the UNIX employees go over to Santa Cruz? 

A. Most of them did. I believe some were laid off. 

Q. Would you have done that if you were keeping the UNIX business? 

A. No. 

***  

Q. Let's look again at the schedule, Section 1.1B, if we might, of the asset purchase 

agreement. Do you have that before you? 

A. It is on the screen, yes. 

Q. So of the excluded assets, if we were to look at the second page under the heading 

Roman numeral five, it is intellectual property, right? 

A. Yes. 

Q. As you read those words as you sit here today, you're capable of reading it and 

they say that excluded is all copyrights and trademarks except for the trademarks 

UNIX and UnixWare, correct? 

A. Correct. 

***  

Q. Now let's consider on the other side of that coin, if you will, that's the excluded 

assets. We looked earlier at Schedule 1.1(b), which was the list of assets that were 

excluded. Do you recall that?  

A. Yes.  

Q. And in the September 1995 asset purchase agreement that you signed that we 

looked at and is consistent with the board meeting, Novell excluded and Santa Cruz 

agreed to exclude all copyrights and trademarks except for UNIX and UnixWare; 

right? 

A. Right.  

 

Mr. Robert Duff Thompson, Novell senior Vice President of corporate development and 

strategic relations and APA negotiator in 1995, stated on March 10, 2010 that the APA wording and 

terms did transfer Novell's entire UNIX business, UNIX trademark licenses and UNIX trademarks 

to Santa Cruz in 1995, testifying as follows:
22

  

                                                                                                                                                    
considered by the courts is now re-enforced by the new evidence.  
21

 March 9, 2010 certified trial transcript, see Mr. Frankenberg’s testimony at pages 90 (lines 2-4), 92 (lines 

10-13), 105 (lines 2-17), 129 (lines 10-22), 131 (lines 1-8), 146-147 (lines 24-25, 1-25), 148-149 (lines 25, 1-

14), 153-154 (lines 23-25, 1-8) and 190-191 (lines 1-25, 1-10), Dkt. Nos. 856 and 856-1 in SCO v. Novell, 

hereto in relevant part as Exhibit No. 12.  
22

 March 10, 2010 certified trial transcript, see Mr. Thompson’s testimony at pages 230 (lines 15-23), 237 

(lines 5-25), 239 (lines 11-24), 241-242 (lines 24-25, 1-15), 250 (lines 1-16), 285-286 (lines 23-25, 1-15), 291 
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Q. … When you decided on this payment mechanism, did that change the fact that 

you were going to sell the entire UNIX business to Santa Cruz? 

A. When we decided on the payment system?  

Q. Yes. 

A. No. The transaction never changed. Sell the business was the order of the day. 

That was our instruction, sell the business. 

***  

Q. Well, we'll turn to the schedule separately of the excluded assets, but did you 

understand that this schedule of 1.1A were the assets that were being sold? 

A. Yes. These are all the included assets, yes. 

Q. Did you understand this to represent the entire UNIX and UnixWare business? 

A. I did. 

***  

Q But the initial plan was to sell the entire business outright for cash; correct? 

A Well, the plan was to sell the whole business period. ….. The instruction was go 

sell this lock, stock and barrel. Sell the business. It was not go get cash for this 

business. It was go sell this. 

*** 

Q In the paragraph in the included assets it says intellectual property, all that's listed 

is trademarks Unix and UnixWare; right? 

A I see that, yes. 

***  

Q In the intellectual property section of what was excluded, 1.1(b), in (a), what's 

listed there is all copyrights and trademarks, except for the trademarks Unix and 

UnixWare; correct?   

A Yes.  

 

Mr. Edward Chatlos, Novell executive and APA principal negotiator in 1995, stated on 

March 10, 2010 that the APA wording and terms did transfer Novell's entire UNIX business and 

UNIX trademarks to Santa Cruz in 1995, testifying as follows.
23

  

Q What did Mr. Thompson tell you about his intent regarding the sale of these 

assets? 

A He said he wanted to sell the entire UNIX business to a buyer. I am not sure if he 

said SCO at that time. 

***  

Q How much of the UNIX business was to be sold in this transaction, as you recall it, 

during your negotiations? 

                                                                                                                                                    
(lines 5-12), 296 (lines 10-19), 297 (lines 17-19), 299 (lines 6-10), 301 (lines1-6), and 343-344 (lines 6-25, 1-

6), Dkt. Nos. 857, 857-1 and 857-2 in SCO v. Novell, Case No. 2:04cv00139, Utah Dist., hereto in relevant 

part as Exhibit No. 16. 
23

 March 10, 2010 certified trial transcript, see Mr. Chatlos’s testimony at pages 348-349 (lines 18-25, 1-7), 

351 (lines 20-24), 362-363 (lines 19-25, 1-10), and 377-378 (lines 14-25, 1-13), Dkt No. 857-2 in SCO v. 

Novell, Case No. 2:04cv00139, Utah Dist., hereto in relevant part as Exhibit No. 16. Mr. Chatlos's trial 

testimony corroborates Novell Worldwide Sales Director of UNIX Products Mr. Larry Bouffard's October 18, 

1995 email to Novell employees stating the following: "They [Santa Cruz] have bought it [UNIX business] 

lock, stock and barrel. Once the transaction is closed (Nov.-Dec.) we will have no more involvement with this 

business." Available at SCO's official web site (last viewed March 24, 2011) as URL - 

http://www.sco.com/company/legal/update/Bouffard.pdf  , hereto as Exhibit No. 17.  
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A Well, the entire business. 

Q Was it the sale of just UnixWare? 

A No. It was definitely UNIX and UnixWare. 

***  

Q Can you briefly describe what the point of the license back was? 

A Since Novell was transferring the entire business to SCO, there were groups within 

Novell that were using some of the UNIX and UnixWare technology, ... 

Q Did you have a view, during the course of your negotiations, as to why it would be 

necessary for Novell to have a license back? 

A Well, we were instructed to transfer the entire business to SCO, so Novell would 

have no rights to it, so this section covered giving back rights to Novell.  

***  

Q And that paragraph reads, the intellectual property paragraph of what was not 

transferred, in A, all copyrights and trademarks, except for the trademarks UNIX and 

UnixWare, correct? 

A Yes,… 

 

Mr. James Wilt,
24

 Santa Cruz Vice President of Corporate Development in 1995 and a lead 

APA negotiator, and Mr. Alok Mohan,
25

 Santa Cruz President, CEO and Board member in 1995, 

both testified March 11, 2010 that the APA wording and terms did transfer Novell's entire UNIX 

business and UNIX trademarks to Santa Cruz in 1995.  

Mr. Doug Michels, Santa Cruz Executive Vice-President and CTO in 1995, stated in his 

March 11, 2010 sworn testimony that the APA wording and terms did transfer Novell's entire 

UNIX business and UNIX trademarks and associated goodwill to Santa Cruz in 1995, and Novell 

by non-compete agreement terms was prohibited from remaining in or re-entering the UNIX 

business, testifying as follows:
26

  

Q What is your understanding of the purpose of the Asset Purchase Agreement? 

                                                 
24

 March 11, 2010 certified trial transcript, see Mr. Wilt’s testimony at pages 445-446 (lines 12-25, 1-5), 

Dkt No. 858 in SCO v. Novell, Case No. 2:04cv00139, Utah., hereto in relevant part as Exhibit No. 18.  
25

 March 11, 2010 certified trial transcript, see Mr. Mohan’s testimony at pages 463-464 (lines 8-25, 1-19), 

465 (lines 10-19), and 485 (lines 3-9), Dkt No. 858-2 in SCO v. Novell, hereto in relevant part as Exhibit No. 

18.  
26

 March 11, 2010 certified trial transcript at pages 491 (lines 15-24), 497 (lines 5-10), 500-501 (lines 13-

25, 1-4), 505 (lines 8-16), 506 (lines 21-25), Dkt No. 858-2 in SCO v. Novell, hereto in relevant part as 

Exhibit No. 18. Mr. Michels testimony is confirmed by SCO in SCO v. Novell, wherein SCO stating the 

following: "The broad transfer of “[a]ll rights and ownership of UNIX and UnixWare” included the goodwill 

Novell had developed in its UNIX and UnixWare business" as corroborated by Santa Cruz’s auditor Peat 

Marwick LLP APA in its November 16, 1995 APA opinion letter wherein Peat Marwick states the following: 

"The [UNIX business] sale includes goodwill, trade names, and other intangibles." SCO brief titled 

"Memorandum in Opposition to Novell’s Motion for Partial Summary Judgment on SCO’s Noncompete 

Claim in its Second Claim for Breach of Contract and Fifth Claim for Unfair Competition" in Section Nos. 

25-26 at pages 10-11 and ¶3 at page 39, SCO v. Novell Dkt. No. 301, hereto in relevant part as Exhibit No. 9. 
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A We were buying the original A.T.& T./Unix business from Novell, who had 

bought it from A.T.& T. 

Q And what's the basis for that statement? What leads you to say that? 

A That was the deal.  

***  

A Yes. Our -- our agreement with Novell was that we were buying the entire 

business. 

***  

Q Do you recall -- independent of how it was embodied in a particular agreement, do 

you recall the issue of a license back to Novell in -- 

A Yes. We wanted to make sure that that license didn't give them any rights to go 

back into the Unix business… 

***  

Q Was it your view that Santa Cruz owned rights in the Unix technology as of the 

date of the license back to Novell? 

A Of course. We bought the business. And as a result of buying the business, we 

owned all the intellectual property.  

***  

Q Well, Mr. Normand asked you I think a fairly specific question, whether SCO held 

itself out to be the owner of the Unix copyrights -- 

A Yes. 

Q -- between 1995 and 2001?  

A We thought ourselves to be the owner of everything. We owned Unix. We owned 

the product. We spent a lot of money. We gave away 20 percent of our company to 

buy Unix. Of course we held ourselves out to be the owner of Unix.  

*** 

A …. There's no -- there's no break in this pattern. We owned Unix. We owned the 

copyrights. We owned the trademarks. We owned the intellectual property, and every 

action we took represents that.    

 

Mr. Burt Levine,
27

 Novell house counsel in 1995, testified March 11, 2010, and Mr. Ty 

Mattingly,
28

 Novell executive and principal APA negotiator in 1995, testified on March 12, 2010, 

that the APA transferred Novell's UNIX and UnixWare trademarks to Santa Cruz in 1995. 

Ms. Allison Amadia, Novell in-house counsel from 1995 to 1997 and "lead negotiator and 

drafts person on behalf of Novell with respect to [APA] amendment number two," stated on March 

23, 2010 that the 1995 APA transferred Novell's UNIX and UnixWare trademarks to Santa Cruz in 

1995; the APA October 16, 1996 Amendment No. 2, executed over a month AFTER the 

September, 1996 Confirmation Agreement, "clarified" Santa Cruz owned the UNIX trademarks 

                                                 
27

 March 11, 2010 certified trial transcript at pages 534 (lines 1-25, 1) and 537 (lines 5-19), Dkt Nos. 858, 

858-1 in SCO v. Novell, Case No. 2:04cv00139, Utah Dist., hereto in relevant part as Exhibit No. 18.  
28

 March 12, 2010 certified trial transcript at pages 740-741 (lines 23-25, 1), 742 (lines 1-23) and 753-754 

(lines 21-25, 1-13), Dkt Nos. 859, 859-1 in SCO v. Novell, hereto in relevant part as Exhibit No. 19. 
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pursuant to the APA December, 1995 transfer; Santa Cruz required UNIX trademark ownership to 

exercise its business rights; and Novell had no intent of owning the UNIX trademarks thereafter, 

testifying as follows:
29

  

Q. Let me ask you a different question in that vein. ...  

So you agree, Ms. Amadia, that under the APA Santa Cruz did acquire 

trademarks of UNIX and UnixWare; correct? 

A. Yes. 

***    

Q. So Amendment Number 2 was not designed to say that Santa Cruz had not 

acquired the UNIX and UnixWare trademarks; correct? 

A. Yes. At the time that this section was being modified, trademarks wasn't really top 

of line for either party. And -- but I don't think -- it certainly didn't intend to take 

them away.  

*** 

Q. And you agree with me that that [Amendment No.2] language identifies the UNIX 

and UnixWare trademarks as having been transferred; correct? 

A. It doesn't expressly identify them. But to the extent that the UNIX and UnixWare 

trademarks were required for SCO to exercise its rights under the APA, they were 

transferred through Amendment -- well, their transfer was clarified in Amendment 2. 

They actually were transferred in the APA. 

Q. And you said in response to my question earlier that [Amendment Number 2] 

Paragraph A did not change that; correct?  

A. Yes.   

*** 

A. Yes. Well, the UNIX and UnixWare trademarks were also listed in the schedule of 

included assets.   

*** 

Q. So Santa Cruz got the UNIX and UnixWare trademarks because they were 

acquired for its business; correct? 

A. If they were acquired for its business, then they got them. 

Q. Well, that's not what I heard you say. I want to make sure we're being clear. You 

said that they did get them under the original APA; correct? 

A. Yes. 

Q. And you said that this Paragraph A does not change that; correct?  

A. Yes. 

Q. Okay. Now, this Paragraph A on its face does not draw any distinction between 

trademarks and copyrights; correct? 

A. Correct. 

Q. So if there are copyrights that are required for SCO to exercise its rights, like the 

UNIX and UnixWare trademarks, they were transferred; correct?  

                                                 
29

 March 23, 2010 certified trial transcript at pages 2105, 2124, 2174-2178, Dkt Nos. 866, 866-1 and 866-2 

in SCO v. Novell, Case No. 2:04cv00139, Utah Dist., hereto in relevant part as Exhibit No. 20. Ms. Amadia's 

trial testimony corroborates SCO's August 3, 2005 declaration letter to the USPTO. Therein SCO confirms 

that the 1995 APA transferred Novell's entire UNIX business and UNIX trademarks to SCO's predecessor 

Santa Cruz, and that Santa Cruz/SCO (not X/Open) owned the trademarks from December, 1995 to at least 

till August 2005. SCO August 3, 2005 letter (USPTO certified document) in Section III, specifically ¶1 at 

page 4, hereto as Exhibit No. 21.    
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A. Yeah. (emphasis supplied)  

 

Mr. Tor Braham,
30

 Wilson Sonsini attorney, Novell outside counsel and primary 1995 APA 

text and terms drafter, and Mr. David Bradford,
31

 Novell Senior Vice-President, General Counsel 

and Corporate Secretary from 1987 to 2000, both testified on March 25, 2010 the APA transferred 

Novell's UNIX and UnixWare trademarks to Santa Cruz in 1995. 

Mr. Stuart Singer,
32

 counsel for SCO, and Mr. Sterling Brennan,
33

 counsel for Novell, in 

both their closing statements on March 26, 2010, confirm the APA as amended in October, 1996 

transferred Novell's UNIX and UnixWare trademarks to Santa Cruz. 

SCO introduced new trial evidence on March 15, 2010 that explains Santa Cruz's 

position in January 1997 concerning X/Open's UNIX trademark ownership and UNIX 

trademark exclusive licensee claims, four (4) months after the purportedly dispositive 

September, 1996 Confirmation Agreement. That evidence, Santa Cruz's January 31, 1997 

antitrust complaint against Microsoft Corporation, is SCO v. Novell Trial Exhibit No. 127. 

Therein Santa Cruz admits X/Open was not the exclusive UNIX trademark licensee 

because Santa Cruz owned all UNIX rights after December 1995 pursuant to the 1995 APA 

as amended, and thus Santa Cruz did not need any X/Open UNIX trademark license to call 

its UNIX products "UNIX", stating the following:34
 

3.4 As a result of the chain of transactions described below, SCO has now acquired 

ownership of the UNIX program itself so that it no longer requires a license from 

anyone to produce UNIX products. In November 1989, AT&T, the original 

                                                 
30

 March 25, 2010 certified trial transcript at pages 2419-2420 (lines 25, 1-12), Dkt No. 868 in SCO v. 

Novell, Case No. 2:04cv00139, Utah Dist., hereto in relevant part as Exhibit No. 22.  
31

 March 25, 2010 certified trial transcript at page 2442 (lines 5-19), Dkt No. 868 in SCO v. Novell, Case 

No. 2:04cv00139, Utah Dist., hereto in relevant part as Exhibit No. 22. 
32

 March 26, 2010 certified trial transcript at pages 2634-2635 (lines 21-25, 1-13), Dkt No. 869 in SCO v. 

Novell, Case No. 2:04cv00139, Utah Dist., hereto in relevant part as Exhibit No. 23. 
33

 March 26, 2010 certified trial transcript at pages 2679 (lines 6-9) and 2703-2704 (lines 25, 1-5), Dkt No. 

869-1 in SCO v. Novell, hereto in relevant part as Exhibit No. 23. 
34

 Santa Cruz's January 31, 1997 antitrust complaint at pages 3 (Section 3.4) and 12 (Section 8.1.1), Santa 

Cruz v. Microsoft, Exhibit No. 127 in the SCO v. Novell Jury Trial, entered into evidence on March 15, 2010, 

hereto in relevant part as Exhibit No. 24. Also available at SCO's official web site (last viewed March 24, 

2011) at URL - http://www.sco.com/company/legal/update/Microsoft%20Complaint.pdf .  
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developer of the UNIX Operating System, had spun off the UNIX division as a 

separate company then known as UNIX System Laboratories, Inc. (“USL”). In June 

1993, Novell, the vendor of the NetWare Operating System, acquired USL and hence 

became the owner of the UNIX program. In turn, in December 1995, Novell sold the 

ownership of UNIX to SCO. As a result, SCO now enjoys the right, as the owner of 

the UNIX program, to exploit that program without the necessity of a license from 

any other party.  

   

Santa Cruz also explains therein that X/Open's UNIX certification license does not violate 

antitrust laws because it is optional, and thus Santa Cruz and its UNIX licensees were not required 

to have any X/Open license.  

Unlike the 1987 Microsoft Agreement, the X/Open agreement merely allowed 

competitive undertakings to develop a common, standard product. There were no 

restraints which prevented the parties from developing [UNIX] products outside the 

agreement. (emphasis supplied)   

 

SCO, in its "Memorandum in Support of Its Renewed Motion for Judgment as a Matter of 

Law or, in the Alternative, for a New Trial" in SCO v. Novell expressly states that the purpose of 

the October 16, 1996 "APA" Amendment No. 2 was, among others, to confirm Santa Cruz's 

continuing UNIX trademark ownership and, consistent with Santa Cruz’s January, 1997 antitrust 

complaint (Trial Exhibit No. 127), confirms Santa Cruz as the exclusive UNIX trademark licensor, 

stating the following:
35

  

Indeed, to give Amendment No. 2 a contrary interpretation the jury would had to 

have ignored the evidence – as to which there is no contrary evidence – that the 

Amendment confirmed the transfer of the UNIX and UnixWare trademarks by 

referring to them as ones “required for SCO to exercise its rights with respect to the 

acquisition of UNIX and UnixWare technologies.” (2176:5-24 (Amadia); 2177:25-

218:18 (Amadia).) Where Amendment No. 2 changes the APA to make no 

distinction between trademarks and copyrights, and where Novell admitted that the 

trademarks referenced in Amendment No. 2 were not being licensed, but were in fact 

transferred, no reasonable juror could conclude that the same language used to 

describe the copyrights could mean something different. (emphasis supplied)  

 

 On September 17, 2009, Mr. Gray met with Mr. Darl McBride, then CEO of SCO, for the 

purpose of negotiating SCO’s complete exit from this Gray v. Novell et al. litigation and the related 

Eleventh Circuit Appeal. Mr. Gray informed Mr. McBride that any release would require SCO to 
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produce certain documents, and most specifically the May 14, 1994 Agreement as identified in the 

September, 1996 Confirmation Agreement. Mr. McBride represented to Mr. Gray in that meeting 

that the elusive  May 14, 1994 Agreement does in fact exist.
36

   

ARGUMENT: 
 

The Florida District Court's February 20, 2009 ruling was mostly based on its access to a 

severely redacted  May 10, 1994 Agreement and severely redacted September 1996 Confirmation 

Agreement. Had the District Court had available to it the unredacted versions of these two 

documents, it would have recognized and ruled that X/Open has always been, and is at most now, a 

bare UNIX trademark licensee because it had no right to transfer its trademark licensee agreement 

without the UNIX trademark licensor's authorization, and pursuant to the Sicom Court, that 

restriction is fatal to any exclusive trademark licensee claims.  

Counsel for Novell, in his March, 2010 SCO v. Novell jury trial opening statements, made it 

very clear to the jury that Novell's official position is now and always has been since 1996 that the 

only UNIX IP transferred by the APA as amended in October 1996: 

"were just two things, the UNIX trademark and the UnixWare trademark. That is the 

entire description of the intellectual property." 

 

Mr. Frankenberg, Novell CEO in 1995, testified under oath in the March, 2010 SCO v. 

Novell jury trial that it was his "intent to sell that [UNIX] business in its entirety" and the APA 

transferred Novell's UNIX and UnixWare trademarks to Santa Cruz.  

Mr. Michels, Santa Cruz VP and CTO in 1995, testified under oath in the March, 2010 

SCO v. Novell jury trial that: 

                                                                                                                                                    
35

 "SCO's Memorandum in Support of Its Renewed Motion for Judgment as a Matter of Law or, in the 

Alternative, for a New Trial" dated April 27, 2010, at page 7 in FN3, as Doc. 872 in SCO v. Novell, and 

hereto in relevant part as Exhibit No. 25.  
36

 Mr. McBride’s is the 2nd SCO representation to Mr. Gray the May 14, 1994 Agreement exist. In that same 

meeting Mr. McBride also stated that SCO outside counsel also believes that SCO continues to lawfully own 

the UNIX trademarks. SCO’s first admission to Mr. Gray of the existence of the May 14, 1994 Agreement 

was June 20, 2007 in response to Mr. Gray’s First Request for Admissions, Request No. 23 at page 13, hereto 

in relevant part as Exhibit No. 26. Neither Novell, nor X/Open nor SCO have ever represented to any court 

that the mysterious May 14, 1994 Agreement does not exist. 
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"our agreement with Novell was that we were buying the entire [UNIX] business" 

and that "there's no break in this pattern [from 1995 to 2001]. We owned Unix. We 

owned the copyrights. We owned the trademarks. We owned the intellectual 

property, and every action we took represents that." 

 

Ms. Amadia, Novell in-house counsel from 1995 to 1997, testified under oath in the March, 

2010 SCO v. Novell jury trial that as "lead negotiator and drafts person on behalf of Novell with 

respect to" APA Amendment No.2, its intent was clarify the APA UNIX and UnixWare trademarks 

transfer because:  

"the UNIX and UnixWare trademarks [are] listed in the [APA] schedule of included 

assets," that "the UNIX and UnixWare trademarks were required for SCO to exercise 

its rights under the APA," and that Novell "certainly didn't intend to take [the UNIX 

and UnixWare trademarks] away" from Santa Cruz. 

 

SCO counsel, in closing arguments in the March, 2010 SCO v. Novell jury trial, reminded 

the jury that Ms. Amadia, in cross-examination:
37

 

"was asked, so if there are copyrights that are required for SCO to exercise its rights, 

like the UNIX and UnixWare trademarks, they were transferred, correct. Her answer 

was yes."  

 

SCO counsel introduced as evidence in the March, 2010 SCO v. Novell jury trial a January 

1997 SCO legal document that clearly set out SCO's position in 1997 that it:  

"no longer requires a [UNIX] license from anyone to produce UNIX products," and  

that "the X/Open agreement merely allowed competitive undertakings to develop a 

common, standard product. There were no restraints which prevented the parties from 

developing [UNIX] products outside the agreement."  

 

SCO again admitted in its Memorandum dated April 27, 2010 in SCO v. Novell that its 

position is now and always has been that the APA as amended in October 1996 confirms: 

Amendment No. 2 … confirmed the transfer of the UNIX and UnixWare trademarks 

by referring to them as ones “required for SCO to exercise its rights with respect to 

the acquisition of UNIX and UnixWare technologies.” (2176:5-24 (Amadia); 

2177:25-218:18 (Amadia).) ...Novell admitted that the trademarks referenced in 

Amendment No. 2 were not being licensed, but were in fact transferred,… 

 

None of this evidence was available to or before the Florida District Court and thus was not 

considered by the Eleventh Circuit. Had this new evidence been before the District Court, it would 
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not, and could not, have ruled in favor of X/Open on UNIX trademark ownership and exclusive 

licensee status, and the court would have recognized the September, 1996 Confirmation Agreement 

(full version) for what it actually is, an agreement to commit fraud on the USPTO by all parties 

thereto, agreeing that Novell would falsely represent itself to the USPTO and others as the lawful 

owner of the UNIX business, UNIX trademark and associated goodwill for the purpose of 

fraudulently assigning the UNIX trademarks to X/Open, a scheme that is apparently detailed in the 

mysterious May 14, 1994 Agreement.  

Mr. Gray respectfully submits that the TTAB must consider and rely on the sworn trial 

testimony and evidence as new evidence and information of Novell's and Santa Cruz/SCO's 

executives and legal counsel in the March, 2010 SCO v. Novell jury trial because they, not Opposer 

X/Open, actually negotiated, drafted and executed the APA; and the TTAB, pursuant to established 

precedent and law, must consider and rely on the wording and terms expressed in the entire May 

10, 1994 Agreement and entire September, 1996 Confirmation Agreement, none of which were 

available to or before the Florida District or Eleventh Circuit Courts.
38

   

The evidence, sworn testimony in SCO v. Novell, relevant contracts and federal trademark 

law are dispositive of SCO's lawful UNIX Trademarks ownership at least till August 2005, long 

after X/Open's 2001 fraudulent UNIX trademark enforcement letter and sham opposition against 

Mr. Gray's iNUX mark. Therefore, the TTAB should resume this proceeding and re-set the 

schedule, permitting Mr. Gray to continue discovery for an additional five (5) months to enter these 

documents into evidence in this opposition.  

                                                                                                                                                    
37

 March 26, 2010 certified trial transcript at page 2635 (lines 9-13), Dkt No. 869 in SCO v. Novell, hereto 

in relevant part as Exhibit No. 23. 
38

 .…in determining whether the licensee received “all substantial rights” under a licensing agreement, the 

district court must ascertain the intent of the parties and examine the substance of what was granted by the 

entire agreement. Mentor H/S, Inc. v. Medical Device Alliance, Inc., 240 F.3d 1016, 1017 (Fed. Cir. 2001). 

Vaupel Textilmaschiner KG v. Meccanica Euro Italia S.P.A., 944 F.2d 870, 874 (Fed. Cir. 1991).  

Noting that the APA is governed by California law (APA in Section 9.8 at page 47, Exhibit 3 

hereto). Cal. Civ. Code § 1641 (“The whole of a contract is to be taken together, so as to give effect to every 

part, if reasonably practicable, each clause helping to interpret the other.”). “A written instrument must be 

construed as a whole, and multiple writings must be considered together when part of the same contract.” 

Nish Noroian Farms v. Agric. Labor Relations Bd., 35 Cal. 3d 726, 735 (1984). 
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The undersigned counsel has contacted counsel for Opposer, but it appears that no motion 

is acceptable to Opposer at this time, on procedural grounds. 

CONCLUSION:  

Because this dispositive new material evidence confirming Santa Cruz/SCO's continuing 

lawful UNIX business and trademark ownership and X/Open's limited UNIX trademark licensee 

rights was not available to or before the Florida District Court and thus was not considered by it or 

the Eleventh Circuit, and because the District Court did not consider or rule on lawful UNIX 

goodwill or UNIX business ownership, Mr. Gray respectively submits that the TTAB should 

resume this opposition proceeding, and re-set and extend the schedule, permitting additional 

discovery for at least five (5) months, to allow Mr. Gray the opportunity to enter these documents 

into evidence in this opposition.  

 
Dated:  April 8, 2011     Respectfully submitted, 
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McCONNELL, Circuit Judge.
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1 The motion of Wayne R. Gray, for leave to file a brief as amicus curiae, is
denied.  

-2-

This case primarily involves a dispute between SCO and Novell regarding

the scope of intellectual property in certain UNIX and UnixWare technology and

other rights retained by Novell following the sale of part of its UNIX business to

Santa Cruz, a predecessor corporate entity to SCO, in the mid-1990s.  Following

competing motions for summary judgment, the district court issued a detailed

opinion granting summary judgment to Novell on many of the key issues.  We

affirm the judgment of the district court in part, reverse in part, and remand for

trial on the remaining issues.  

I. Background

We begin by laying out some of the basic facts underlying Novell’s transfer

of certain UNIX-related assets to Santa Cruz, as well as the background to the

instant litigation.  Other facts will be discussed as the issues require.1

A. The UNIX Business and the Sale to Santa Cruz

UNIX is a computer operating system originally developed in the late

1960s at AT&T.  By the 1980s, AT&T had developed UNIX System V (“SVRX”);

it built a substantial business by licensing UNIX source code to a number of

major computer manufacturers, including IBM, Sun, and Hewlett-Packard.  These

manufacturers, in turn, would use the SVRX source code to develop their own

individualized UNIX-derived “flavors” for use on their computer systems. 
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Licensees could modify the source code and create derivative products mostly for

internal use, but agreed to keep the UNIX source code confidential. 

In 1993, Novell paid over $300 million to purchase UNIX System

Laboratories, the AT&T spin-off that owned the UNIX copyrights and licenses.  

Only two years later, however, Novell decided to sell its UNIX business. 

Although Novell may have initially intended “to sell the complete UNIX

business,” both parties agree that Santa Cruz was either unwilling or unable to

commit sufficient financial resources to purchase the entire UNIX business

outright.   App’x 8610; Aplt. Br. 8; Aple. Br. 5.  The deal was therefore

structured so that Novell would retain a 95% interest in SVRX license royalties,

which had totaled $50 million in 1995. 

The transfer of Unix-related rights occurred pursuant to three documents:

an asset purchase agreement (“APA”) executed on September 19, 1995;

“Amendment No. 1” signed by the parties at the actual closing on December 6,

1995; and “Amendment No. 2” on October 16, 1996.  The APA provided that:

“Buyer will purchase and acquire from Seller on the Closing Date . .
. all of Seller’s right, title, and interest in and to the assets and
properties of Seller relating to the Business (collectively the
“Assets”) identified on Schedule 1.1(a).  Notwithstanding the
foregoing, the Assets to be so purchased shall not include those
assets (the “Excluded Assets”) set forth on Schedule 1.1(b).

Schedule 1.1(a) included within the list of “Assets” transferred, “[a]ll rights and

ownership of UNIX and UnixWare.”  App’x 313.  Section V of the Asset
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Schedule, entitled “Intellectual property” provided that Santa Cruz would obtain

“[t]rademarks UNIX and UnixWare as and to the extent held by Seller” but did

not explicitly mention copyrights.  App’x 315.  In contrast, Schedule 1.1(b), the

list of assets excluded from the deal, did expressly speak to copyrights.  Section

V—“Intellectual Property”—explained that “All copyrights and trademarks,

except for the trademarks UNIX and UnixWare,” as well as “[a]ll [p]atents,” were

excluded from the deal.  App’x 318 (emphasis added).

Less than a year after the deal closed, the parties agreed to Amendment No.

2, which amended the APA’s treatment of copyrights.  Amendment No. 2

provided that:

With respect to Schedule 1.1(b) of the Agreement, titled ‘Excluded
Assets’, Section V, Subsection A shall be revised to read:

All copyrights and trademarks, except for the copyrights and
trademarks owned by Novell as of the date of the Agreement required
for SCO to exercise its rights with respect to the acquisition of UNIX
and UnixWare technologies.  However, in no event shall Novell be
liable to SCO for any claim brought by any third party pertaining to
said copyrights and trademarks.

App’x 374. 

The APA separately purported to give Novell certain residual control over

“SVRX Licenses.”  Section 4.16(b) of the agreement provided that:

Buyer shall not, and shall not have the authority to, amend, modify
or waive any right under or assign any SVRX License without the
prior written consent of Seller. In addition, at Seller’s sole discretion
and direction, Buyer shall amend, supplement, modify or waive any
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with the APA itself, we remind it that when “two contracts are made at different

times, [but where] the later is not intended to entirely supersede the first, but only

modif[y] it in certain particulars[,] [t]he two are to be construed as parts of one

contract, the later superseding the earlier one wherever it is inconsistent

therewith.”  Hawes v. Lux, 294 P. 1080, 1081 (Cal. Dist. Ct. App. 1931).  What is

sauce for the goose is sauce for the gander.  Since SCO’s challenge to the district

court’s ruling was premised only on its argument that “SVRX License” is a term

temporally limited to assets existing at the time of the APA,8 see Aplt. Br. 66, we

are compelled to reject it.  

For all these reasons, we affirm the district court’s ruling with respect to

SCO’s liability from its 2003 agreement with Sun.

VI. Conclusion

For the foregoing reasons, we AFFIRM the district court’s judgment with

regards to the royalties due Novell under the 2003 Sun-SCO Agreement, but

REVERSE the district court’s entry of summary judgment on (1) the ownership

of the UNIX and UnixWare copyrights; (2) SCO’s claim seeking specific

performance; (3) the scope of Novell’s rights under Section 4.16 of the APA; (4)
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the application of the covenant of good faith and fair dealing to Novell’s rights

under Section 4.16 of the APA.  On these issues, we REMAND for trial.
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